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DETAILED ACTION 

Claims 1-17, 21-24, 26 and 32-48 are pending in this application and claims 1-5, 7-9, 16- 
17, 37 and 40 are now under consideration for examination. Claims 6, 10-15, 21-24, 26, 32-36, 
38-39 and 41-48 are withdrawn as they are drawn to non-elected inventions. 

Election/Restrictions 

Applicants' election with traverse of Group I, claims 1-17, 21-24, 26 and 32-48 and SEQ 
ID NO: 6 for prosecution in their response dated 10 July 2006 is acknowledged. The traversal is 
on the grounds that the examination of the entire application can be made without serious search 
burden and have requested for examination of all the claims. Applicants' arguments have been 
considered, however examiner respectfully disagrees for the following reasons. The Office had 
in the letter dated 1 1 April, 2006 clearly provided the reasons that the inventions are distinct and 
demonstrated that the inventions have acquired a separate status in the art as shown by their 
different classification, restriction for examination purposes as indicated was proper. The claims 
are drawn to different polynucleotides either encoding polypeptides of different sizes and 
structure as a result of alternative splicing or polynucleotides that correspond to transcription 
initiation sites and not encoding any polypeptide but correspond to transcription factor binding 
sites (promoter regions) and as such claims cover disparate subject matter and are distinct. 
Furthermore, searching structurally distinct molecules like polynucleotides of group I and the 
polypeptides of group II are not coextensive and involves search of different databases and non- 
patent literature, as prior to the concomitant isolation and expression of the sequence of interest, 
there may be scientific journal articles devoted solely to the polypeptides which would not have 
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described the polynucleotide and moreover the polypeptides may have been isolated by 
biochemical means as opposed to the expression of polypeptide through recombinant methods. 
Therefore, for the above cited reasons searching of all claims is a serious search burden and 
contrary to applicant's argument, the requirement is still deemed proper and is therefore made 
FINAL. 

Drawings 

Drawings are accepted for examination purposes only. 

Claim Objection 

Claims 3, 6-9 and 40 are objected, due to the following informality: The said claim 
contains non-elected subject matter (non-elected SEQ ID NOs.). 

Claims 37 and 40 are objected to, due to the following informality: Claims 37 and 40 
uses abbreviations iPLA 2 y in the claims, claim 37 recites the abbreviation yMHC and TGiPLA 2 y 
and claim 40 recites pEF. Examiner suggests at least in the first recitation of the abbreviation, 
expanding them to recite the full forms of what the abbreviation stands for. Appropriate 
correction is required. 

Claim Rejections: 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 
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Claim 1 and claims 2-5 and 16-17 depending therefrom are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In Claim 1 the inclusion of SEQ ID NO: 
1 in parenthesis is confusing as it is unclear if what is within the parenthesis is a limitation of the 
claim or not. In the instant case it is assumed to not limit the claim to SEQ ID NO: 1. 
Clarification is required. 

Claim 1 and claims 2-5 and 16-17 depending therefrom are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claim 1 recites the "....phrase 
phospholipase A2y polypetide...", what characteristics define phospholipase A2y or distinguish 
the said polypeptide from other phospholipase A2?. Clarification is required. 

Claim 7 and claim 8 depending therefrom are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 7 recites the phrase "...90% identity with 
SEQ ID NO: 6...", the metes and bounds of the phrase is not clear and the examiner suggests 
changing the phrase to ". . .90% sequence identity to SEQ ID NO: 6. Correction is required. 

Claim 7 and claim 8 depending therefrom are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 7 is rejected for the phrase "...has or 
modulates...", as the metes and bounds are not clear. It is not clear to the examiner the scope of 
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the term "modulates" as to what the intended modulation is and compared to what? is 
encompassed in the claim. Clarification is required. 

Claim 16 and claim 17 depending therefrom are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 16 recites "...suitable for vectoring...", 
this is grammatically/scientifically awkward. Examiner suggests amending the claim "...suitable 
for generating a transgenic mouse...". Correction is required. 

Claim 16 and claim 17 depending therefrom rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 16 recites "...the reporter gene...", there 
is no antecedent basis for "reporter". Correction is required. 

Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 17 recites "a method in accordance with claim 16...", Claim 16 is directed 
to a product-vector and not a method. Clarification is required. 

Claim 40 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 40 recites "a truncated iPLA 2 y..." but includes SEQ ID NO: 6 in 
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parenthesis SEDQ ID NO: 6 is disclosed as full-length, how can this be a truncated 
iPLA2Y sequence?. Clarification is required. 

Claim 40 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In Claim 40 the inclusion of SEQ ID NOs: 6, 15, 18 and 21 in parenthesis is 
confusing as it is unclear if what is within the parenthesis is a limitation of the claim or not. In 
the instant case it is assumed to not limit the claim to SEQ ID NO: 6. Clarification is required. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. 

Claims 1-2, 4-5, 16-17 and 40 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 1-2, 4-5, 16-17 and 40 are directed to any isolated nucleic acid comprising a 
polynucleotide encoding a phospholipase A2y or an in vitro expression construct in which any 
truncated iPLA2y of any length is cloned downstream from the SV 40 promoter of vector pEF. 
Claims 1-2, 4-5, 16-17 and 40 are rejected under this section 35 U.S.C. 1 12, because the claims 
are directed to a genus of polynucleotides and encoding polypeptides, having phospholipase A2y 



Application/Control Number: 10/786,505 Page 7 

Art Unit: 1652 

activity and an in vitro expression construct which encoding a truncated iPLA2y cloned 
downstream from the SV 40 promoter of vector pEF, with no support in the specification for the 
structural details of all species of genus associated with the function i.e., phospholipase A2y 
activity, has been provided in the specification for the claims. The specification discloses the 
isolation of a polynucleotide with SEQ ID NO: 6 and encoding a polypeptide of SEQ ID NO: 1 
having phospholipase A2y activity, vector, host cell, method of making said polypeptide. No 
information, beyond the characterization of the polynucleotide with SEQ ID NO: 6 and encoding 
a polypeptide of SEQ ID NO: 1 having phospholipase A2y activity, has been provided by the 
applicants, which would indicate that they had possession of claimed a genus of polynucleotides 
and encoded polypeptides with phospholipase A2y activity or capable of modulating any 
undefined enzymic activity, vector, an isolated host cell and method of making said 
polypeptides. The specification does not contain any disclosure of the sequence and structure of 
all the polynucleotides and encoding polypeptides within the scope of the claimed genus. The 
disclosed information is insufficient to put one of skill in the art in possession of the attributes 
and features of all species within the claimed genus of polypeptides. Therefore, one skilled in the 
art cannot reasonably conclude that applicant had possession of the claimed invention at the time 
the instant application was filed. Applicant is referred to the revised guidelines concerning 
compliance with the written description requirement of U.S.C. 1 12, first paragraph, published in 
the Official Gazette and also available at www.uspto.gov . 



Claims 7 and 9 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such away as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claims 7 and 9 are directed to an isolated nucleic acid comprising a polynucleotide 
having at least about 90% identity to SEQ ID NO: 6 wherein said protein has or modulates 
PLA2y or an antisense sequence that specifically hybridizes to SEQ ID NO: 6. Claims 7 and 9 
are rejected under this section 35 U.S.C. 112 because the claims are directed to a "genus" of 
polynucleotides encoding polypeptides with no specific function. No description of identifying 
characteristics or functional characterization recognizing all of the sequences i.e., 
polynucleotides encoding polypeptides that has or modulates any enzymatic activity has been 
provided in the specification for the claims. The specification discloses the isolation of an only a 
single polynucleotide of SEQ ID NO: 6 encoding a polypeptide determined to have the 
phospholipase A2y activity comprising the amino acid sequence of SEQ ID NO: 1. No 
information, beyond the characterization of the phospholipase A2y mentioned above has been 
provided by the applicants, which would indicate that they had possession of the claimed genus 
polynucleotides encoding polypeptides that has or modulates any enzymatic activity. The 
specification does not contain any disclosure of the sequence and function of all the 
polynucleotides and encoding polypeptides within the scope of the claimed genus. The disclosed 
information is insufficient to put one of skill in the art in possession of the attributes and features 
of all species within the claimed genus. Therefore, one skilled in the art cannot reasonably 
conclude that applicant had possession of the claimed invention at the time the instant 
application was filed. Applicant is referred to the revised guidelines concerning compliance with 
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the written description requirement of U.S.C. 
Gazette and also available at www, uspto.gov . 
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112, first paragraph, published in the Official 



Claims 1-2, 4-5, 7, 9, 16-17 and 40 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for a polynucleotide of SEQ ID NO: 6 or 
encoding a polypeptide of SEQ ID NO: 1 having phospholipase A2y activity, vector, an isolated 
host cell, method of making said polypeptide, does not reasonably provide enablement for any 
polynucleotide encoding any phospholipase A2y or any polynucleotide encoding a phospholipase 
A2y wherein the isolated polynucleotide sequence has at least 90% sequence identity to SEQ ID 
NO: 6 or any polynucleotide comprising any fragment length of SEQ ID NO: 6 and encodes a 
polypeptide with phospholipase A2y activity or capable of modulating any undefined enzymic 
activity or any fragment which will specifically hybridize to said polynucleotides, vector, host 
cell and method of making said polypeptide. The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and or use the 
invention commensurate in scope with the claims. 

Factors to be considered in determining whether undue experimentation is required are 
summarized in In re Wands (858 F.2d 731, 8 USPQ 2nd 1400 (Fed. Cir. 1988)) as follows: (1) 
the quantity of experimentation necessary, (2) the amount of direction or guidance presented, (3) 
the presence or absence of working examples, (4) the nature of the invention, (5) the state of the 
prior art, (6) the relative skill of those in the art, (7) the predictability or unpredictability of the 
art, and (8) the breadth of the claim(s). 
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Claims 1-2, 4-5, 7, 9, 16-17 and 40 are so broad as to encompass any polynucleotide 
encoding any phospholipase A2y or any polynucleotide encoding a phospholipase A2y wherein 
the isolated polynucleotide sequence has at least 90% sequence identity to SEQ ID NO: 6 or any 
polynucleotide comprising any fragment length of SEQ ID NO: 6 and encodes a polypeptide 
with phospholipase A2y activity or capable of modulating any undefined enzymic activity or any 
fragment which will specifically hybridize to said polynucleotides, vector, host cell and method 
of making said polypeptide. The scope of the claims are not commensurate with the enablement 
provided by the disclosure with regard to the extremely large number of polynucleotides and 
encoding polypeptides broadly encompassed by the claims. Since the amino acid sequence of a 
protein encoded by a polynucleotide determines its structural and functional properties, 
predictability of which changes can be tolerated in a protein's amino acid sequence and obtain 
the desired activity requires knowledge and guidance with regard to which amino acids in the 
protein's sequence and the respective codons in its polynucleotide, if any, are tolerant of 
modification and which are conserved (i.e. expectedly intolerant to modification), and detailed 
knowledge of the ways in which the encoded proteins' structure relates to its function. However, 
in this case the disclosure is limited to a polynucleotide with SEQ ID NO: 6 and encoding a 
polypeptide of SEQ ID NO: 1 having phospholipase A2y activity, vector, an isolated host cell, 
method of making said polypeptide, but provides no guidance with regard to the making of other 
variants and mutants or with regard to other uses such as modulating the activity of any 
undefined enzymic activity. In view of the great breadth of the claims, amount of 
experimentation required to make the claimed polypeptides, the lack of guidance, working 
examples, and unpredictability of the art in predicting function from a polypeptide primary 
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structure (e.g., see Ngo et al. in The Protein Folding Problem and Tertiary Structure Prediction, 
1994, Merz et al. (ed.), Birkhauser, Boston, MA, pp. 433 and 492-495), the claimed invention 
would require undue experimentation. As such, the specification fails to teach one of ordinary 
skill how to use the foil scope of the polypeptides encompassed by these claims. 

While enzyme isolation techniques, recombinant and mutagenesis techniques are known, 
and it is not routine in the art to screen for multiple substitutions or multiple modifications as 
encompassed by the instant claims, the specific amino acid positions within a protein's sequence 
where amino acid modifications can be made with a reasonable expectation of success in 
obtaining the desired activity/utility are limited in any protein and the result of such 
modifications is unpredictable. In addition, one skilled in the art would expect any tolerance to 
modification for a given protein to diminish with each further and additional modification, e.g. 
multiple substitutions or deletions. 

The specification does not support the broad scope of the claims which encompass all 
modifications of any isolated polynucleotide encoding any phospholipase A2y or any 
polynucleotide encoding a phospholipase A2y wherein the isolated polynucleotide sequence has 
at least 90% sequence identity to SEQ ID NO: 6 or any polynucleotide comprising any fragment 
length of SEQ ID NO: 6 and encodes a polypeptide with phospholipase A2y activity or capable 
of modulating any undefined enzymic activity or any fragment which will specifically hybridize 
to said polynucleotides, vector, host cell and method of making said polypeptide, because the 
specification does not establish: (A) regions of the polynucleotide/protein structure which may 
be modified without affecting the activity of encoded phospholipase A2y or the property of 
modulating any undefined enzymic activity; (B) the general tolerance of the polypeptide and the 
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polynucleotide encoding phospholipase A2y to modification and extent of such tolerance; (C) a 
rational and predictable scheme for modifying any amino acid residue or the respective codon in 
the polynucleotide with an expectation of obtaining the desired biological function; (D) a 
truncated nucleic acid molecule of any fragment length of SEQ ID NO: 6 and encodes a 
polypeptide with phospholipase A2y activity or capable of modulating any undefined enzymic 
activity and (E) the specification provides insufficient guidance as to which of the essentially 
infinite possible choices is likely to be successful. 

Thus, applicants have not provided sufficient guidance to enable one of ordinary skill in 
the art to make and use the claimed invention in a manner reasonably correlated with the scope 
of the claims broadly including polynucleotides with an enormous number of modifications. The 
scope of the claims must bear a reasonable correlation with the scope of enablement (In re 
Fisher, 166 USPQ 19 24 (CCPA 1970)). Without sufficient guidance, determination of 
polypeptides having the desired biological characteristics is unpredictable and the 
experimentation left to those skilled in the art is unnecessarily, and improperly, extensive and 
undue. See In re Wands 858 F.2d 731, 8 USPQ2nd 1400 (Fed. Cir, 1988). 

Claim 5 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement, because, while claim 5 is enabling for an isolated host cell transformed 
with the synthetic nucleic acid i.e., for a polynucleotide with SEQ ID NO: 6 and encoding a 
polypeptide of SEQ ID NO: 1 having phospholipase A2y activity, vector, an isolated host cell, 
method of making said polypeptide, does not reasonably provide enablement for transgenic 
multi-cellular organisms or host cells within a multi-cellular organism that have been 
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transformed with said synthetic nucleic acid. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention commensurate in scope with these claims. 

Claim 5 is so broad as to encompass host cells transformed with specific nucleic acids, 
including cells in in vitro culture as well as within any multi-cellular organism. The scope of the 
claims are not commensurate with the enablement provided by the disclosure with regard to 
extremely large number of transformed host cells broadly encompassed by the claim. While 
methods for transforming cells in vitro are well known in the art, methods for successfully 
transforming cells within complex multi-cellular organisms are not routine and are highly 
unpredictable. Furthermore, methods for producing a successfully transformed cell within the 
multi-cellular organism are unlikely to be applicable to transformation of other types of multi- 
cellular organism as multi-cellular organisms vary widely. However, in this case the disclosure is 
limited to only isolated host cells in vitro. Thus, applicants have not provided sufficient guidance 
to enable one of ordinary skill in the art to make and use the claimed invention in a manner 
reasonably correlated with the scope of the claims broadly including the use of host cells within a 
multi-cellular organism for the production of polypeptide. The scope of claim must bear a 
reasonable correlation with the scope of enablement (In re Fisher, 166 USPQ 19 24 (CCPA)). 
Without sufficient guidance, expression of genes in a particular host cell and having the desired 
biological characteristics is unpredictable, the experimentation left to those skilled in the art is 
unnecessarily, and improperly, extensive and undue. See In re Wands 858 F. 2d 731, 8 USPQ 2 nd 
1400 (Fed. Cir., 1988). It is suggested that the applicants limit the claims to "An isolated host 
cell...". 
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Claim Rejections 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-5, 7, 9 and 40 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Tanaka et al., (Biochem. Biophysical Res. Commun., 2000, Vol. 272: 320-326, published June 
07, 2000). Claims 1-5, 7-9 and 40, are directed to an isolated nucleic acid molecule comprising 
the polynucleotide encoding a phospholipase A2y polypeptide of SEQ ID NO: 1, vector, isolated 
host cell, said polynucleotide comprises the nucleotide sequence of SEQ ID NO: 6 or having 
about 90% sequence identity to SEQ ID NO: 6 and an in vitro expression construct in which a 
truncated nucleic acid molecule of SEQ ID NO: 6 is cloned into an expression vector. Tanaka et 
al., {supra) teach the isolation of a polynucleotide from human that has 90.8% homology to SEQ 
ID NO: 6 of the instant application and encoding a polypeptide having phospholipase A2y 
activity that has 100% homology to SEQ ID NO: 1 of the instant application (see sequence 
alignment provided). Furthermore, the reference also teaches the recombinant expression 
constructs (expression vector pEF-BOS-FF driven by SV 40 promoter), host cells and method of 
making said polypeptide including isolation of truncated EST clones of said polynucleotide 
(Materials and Methods, page 320 and Results and Discussion, pages 321-324) and therefore, 
Tanaka et al., anticipate claims 1-5, 7, 9 and 40 as written. 
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Claims 1-5, 7, 9 and 40 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Mancuso et ah, (JBC, 2000, Vol. 275 (14): 9937-9945, published April 07, 2000). Claims 1-5, 
7-9 and 40, are directed to an isolated nucleic acid molecule comprising the polynucleotide 
encoding a phospholipase A2y polypeptide of SEQ ID NO: 1, vector, isolated host cell, said 
polynucleotide comprises the nucleotide sequence of SEQ ID NO: 6 or having about 90% 
sequence identity to SEQ ID NO: 6 and an in vitro expression construct in which a truncated 
nucleic acid molecule of SEQ ID NO: 6 is cloned into an expression vector. Mancuso et al., 
{supra) teach the isolation of a polynucleotide from human that has 100% homology to SEQ ID 
NO: 6 of the instant application and encoding a polypeptide having phospholipase A2y activity 
that has 100% homology to SEQ ID NO: 1 of the instant application (see sequence alignment 
provided). Furthermore, the reference also teaches the recombinant expression constructs 
(expression vector pFASTBAC driven by SV 40 promoter), host cells and method of making 
said polypeptide including isolation of truncated EST clones of said polynucleotide (Fig. 1 and 
Results section, page 9939) and therefore, Mancuso et al., anticipate claims 1-5, 7, 9 and 40 as 
written. 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

Claim 9 is rejected under 35 U.S.C. 102(e) as being anticipated by Tang et al, (US 
6,569,662 Bl, publication date May 27, 2003 claiming the priority date of Application No.: 
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09/488,725 filed on Jan. 21, 2000). Claim 9 is directed to an antisense sequence which 
specifically hybridizes to SEQ ID NO: 6 of the instant application. Tang et al, disclose a 
polynucleotide sequence that has 67.2% homology to SEQ ID NO: 6 and having 99.7% local 
similarity to region spanning the residues 589-2900 of SEQ ID NO: 6 (see sequence alignment 
provided). Examiner takes the position that the sequence disclosed by Tang et al., would 
hybridize to SEQ ID NO: 6 of the instant application and therefore Tang et al., anticipate claim 9 
as written. 

Claim 9 is rejected under 35 U.S.C. 102(e) as being anticipated by Yue et al., (US 
PGPUB No.: US 2004/0248243 Al, publication date Dec. 09, 2004 claiming the priority date of 
Provisional Application No.: 60/177,732 filed on Jan. 21, 2000). Claim 9 is directed to an 
antisense sequence, which specifically hybridizes to SEQ ID NO: 6 of the instant application. 
Yue et al., disclose a polynucleotide sequence that has 80.2% homology to SEQ ID NO: 6 and 
having 99.7% local similarity to region spanning the residues 384-3138 of SEQ ID NO: 6 (see 
sequence alignment provided). Examiner takes the position that the sequence disclosed by Yue et 
al., would hybridize to SEQ ID NO: 6 of the instant application and therefore Yue et al., 
anticipate claim 9 as written. 

Claim Rejections: 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-5, 7-9, 16-17, 37 and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanaka et al., (Biochem. Biophysical Res. Commun., 2000, Vol. 272: 320- 
326, published June 07, 2000) or Mancuso et al., (JBC, 2000, Vol. 275 (14): 9937-9945, 
published April 07, 2000) and further in view of McTiernan et al., (US Patent No.: 5,917,123, 
date of patent Jun. 29, 1999). Claims 1-5, 7-9, 16-17, 37 and 40 are directed to an isolated 
nucleic acid molecule comprising the polynucleotide encoding a phospholipase A2y polypeptide 
of SEQ ID NO: 1, vector, isolated host cell, said polynucleotide comprises the nucleotide 
sequence of SEQ ID NO: 6 or having about 90% sequence identity to SEQ ID NO: 6 and an in 
vitro expression construct in which a truncated nucleic acid molecule of SEQ ID NO: 6 is cloned 
into an expression vector (Claims 1-5, 7-9 and 40) and further a vector comprising the nucleic 
acid molecule of claim 1 for vectoring into a transgenic mouse wherein the reporter gene 
encodes luciferase and said transgenic construct contains the yMHC promoter upstream of SEQ 
ID NO: 6 for myocardial specific expression of encoded polypeptide phospholipase A2y . 
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Tanaka et al. 5 and Mancuso et al., {supra) (see 102(a) rejections above as it applies to 
claims 1-5, 7-9 and 40) disclose polynucleotide encoding a phospholipase A2y polypeptide 
having 100% sequence identity to SEQ ID NO: 1 of the instant application, expression vector 
and isolated host cell. However, said references are silent on a vector comprising the nucleic acid 
molecule of claim 1 of the instant application for generating a transgenic mouse wherein the 
reporter gene encodes luciferase and said transgenic construct contains the yMHC promoter 
upstream of SEQ ID NO: 6 (encoding polynucleotide) for myocardial specific expression of 
encoded polypeptide phospholipase A2y (claims 16-17 and 37). 

McTiernan et al., {supra) teach transgenic vector constructs comprising different MHC 
promoters driving the gene of interest including the reporter gene luciferase, specifically for 
expression of gene of interest in cardiac tissues and also method for generating a transgenic 
mouse with said constructs. 

The instant invention relates to phospholipases and particularly, to novel calcium- 
independent phospholipase A2y polypeptides and to nucleic acids encoding these polypeptides, 
as well as to methods of making and using these nucleic acids and polypeptides as transgenic 
vector constructs comprising luciferase reporter gene. 

Combining the teachings of the above references, it would have been obvious to one of 
ordinary skill in the art at the time of the instant invention to develop a transgenic mouse 
expressing the gene of interest, the polynucleotide of SEQ ID NO: 6 encoding the polypeptide of 
SEQ ID NO: 1, said polypeptide having phospholipase A2y activity, as there is evidence in 
literature for the connection between phospholipase activation, disease condition and tissue 
injury. One of ordinary skill in the art would have been motivated to make a transgenic mouse 
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expressing phospholipase A2y under the control of promoters that are specifically active in 
expressing gene of interest in cardiac tissues, as an animal model system to study the role of 
phospholipase A2y in disease progression and drug discovery. One of ordinary skill in the art 
would have had a reasonable expectation of success, since the references of Tanaka et al., and 
Mancuso et al, cited above teach the isolation of a polynucleotide encoding the polypeptide 
having phospholipase A2y activity and 100% sequence homology to SEQ ID NO: 1 of the instant 
application, and the teachings McTiernan et al., provide methods for generating transgenic 
mouse with specific expression of gene of interest in cardiac tissues. 

Therefore, the above references render claims 1-5, 7-9, 16-17, 37 and 40 prima facie 
obvious to one of ordinary skill in the art. 



Conclusion 

None of the claims are allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ganapathirama Raghu whose telephone number is 571-272-4533. 
The examiner can normally be reached on 8 am - 4.30 pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Ponnathapu Achutamurthy can be reached 
on 571-272-0928. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300 for regular communications and for After Final 
communications. 

Any inquiry of a general nature or relating to the status of the application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. Information 
regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Ganapathirama Raghu, Ph.D. 
Patent Examiner 
Art Unit 1652 



My 23, 2006. 
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(57) ABSTRACT 

The invention provides human lipid metabolism enzymes 
(LME) and polynucleotides which identify and encode 
LME. The invention also provides expression vectors, host 
cells, antibodies, agonists, and antagonists. The invention 
also provides methods for diagnosing, treating or preventing 
disorders associated with aberrant expression of LME. 
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